The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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Bef ore STAAB, MCQUADE, and BAHR, Adninistrative Patent Judges.

MCQUADE, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

Gary L. Boldt appeals fromthe final rejection of clains
1 through 11, 13, 15, 24 through 31, 33, 35, 43 and 44.
Clainms 12, 14, 16 through 18, 32, 34 and 36 stand objected to
as depending fromrejected base clains. Clains 19 through 23,
the only other clains pending in the application, stand
wi t hdrawn from consi deration pursuant to 37 CFR §8 1.142(b).

THE | NVENTI ON
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The subject matter on appeal relates to “door frame kits
to be assenbled into door frames [and] to door frames

assenbl ed from

such kits” (specification, page 1). |Independent claim1 and
its

dependent clainms 2 through 11, 13 and 15 are drawn to a door
frame kit and i ndependent claim 24 and its dependent clainms 25
t hrough 31, 33, 35, 43 and 44 are drawn to a door frane
assembly. A copy of these clains appears in the appendix to
the appellant’s main brief (Paper No. 12).

THE PRI OR ART

The references relied upon by the exam ner to support the

final rejection are:

Passovoy 4,236, 354 Dec. 2,
1980
Fast et al. (Fast) 5,572, 840 Nov. 12,
1996

THE REJECTI ONS
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Clainms 1, 2, 7, 8, 10, 11, 24, 25, 30, 31 and 43 stand
rejected under 35 U.S.C. 8 102(b) as being anticipated by
Passovoy.

Clainms 3 through 6, 9, 26 through 29 and 44 stand
rejected under 35 U.S.C. 8§ 103(a) as bei ng unpatentable over
Passovoy.

Claims 13, 15, 33 and 35 stand rejected under 35 U S. C

8§ 103(a) as being unpatentable over Passovoy and Fast.

Attention is directed to the appellant’s main, reply and
suppl emental reply briefs (Paper Nos. 12, 16 and 18) and to
t he exam ner’s answer (Paper No. 13) for the respective
positions of the appellant and the exam ner with regard to the
nerits of these rejections.

DI SCUSSI ON

|. The 35 U.S.C. 8 102(b) rejection of clains 1, 2, 7, 8, 10,
11, 24, 25, 30, 31 and 43 as being anticipated by Passovoy

Anticipation is established only when a single prior art
reference discloses, expressly or under principles of
i nherency, each and every elenment of a claimed invention. RCA

Corp. v. Applied Digital Data Sys., Inc., 730 F.2d 1440, 1444,

221 USPQ 385, 388 (Fed. Cir. 1984). 1In other words, there

must be no difference between the clainmed i nvention and the
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reference disclosure, as viewed by a person of ordinary skil

in the field of the invention. Scripps Clinic & Research Found.

v. Genentech Inc., 927 F.2d 1565, 1576, 18 USPQ2d 1001, 1010 (Fed.

Cir. 1991). Passovoy discloses a door frame assenbly 10 for
installation within an opening 14 in a building wall 16. The
assenmbly 10 includes a top frane nmenber 19 and two side frane
menbers 18, 20 formed of identical metal extrusions. Each
extrusion consists of a central web 26 adapted to span the
width of the wall 16 and a pair of side flanges 27, 28 adapted
to extend around the edges of the wall 16 (see Figure 2).
Each extrusion also includes a plurality of slots extending
along its entire length for variously receiving and
positioning hinge plates 52, cover plates 58, a strike plate
24 and door stop pads 40.

| ndependent clains 1 and 24 recite a door frame kit and
assenbly, respectively, conprising a top and two side nenbers
for “attachment to building menbers which define a door
opening.” These clains also require each of the top and two
side nmenbers to conprise an el ongate extruded netal structure
having a cavity therein and a substrate received in the

cavity.
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In rejecting claims 1 and 24 under 35 U . S.C. § 102(b),
t he exam ner has found (see page 3 in the answer) that
Passovoy’s top and side nmetal extrusions nmeet the claim
limtations relating to the el ongate extruded netal structures
having cavities therein and that Passovoy’s building wall 16
nmeets the claimlimtations relating to the substrates
received in the cavities. The exam ner explains with respect
to the substrate limtations that “[t] he applicant has not
provi ded | anguage in the clainms to suggest the ‘substrates’ as
not being part of a wall or a separate entity froma buil ding”
(answer, page 6).

As indi cated above, however, clainms 1 and 24 do contain
| anguage di stinguishing the substrates from buil di ng nmenbers
whi ch define a door opening. G ven the distinctions drawn by
the clainms between the substrates and such buil di ng nenbers, a
person of ordinary skill in the art would not view Passovoy’s
building wall 16 as neeting the substrate limtations. Since
Passovoy
does not disclose any other structure neeting these

limtations, the examner’'s determ nation that it constitutes
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an anticipatory reference with respect to the subject matter
recited in clains 1 and 24 is unsound.

Therefore, we shall not sustain the standing 35 U.S.C.
8§ 102(b) rejection of claims 1 and 24, or of dependent cl ains
2, 7, 8, 10, 11, 25, 30, 31 and 43, as being anticipated by
Passovoy.

[I. The 35 U.S.C. § 103(a) rejection of clains 3 through 6, 9,

26 through 29 and 44 as bei ng unpatentable over Passovoy and
the 35 U.S.C. 8§ 103(a) rejection of clains 13, 15, 33 and 35
as bei ng unpat ent abl e over Passovoy and Fast

In addition to not disclosing a door frame kit or
assenmbly conprising substrates of the type recited in
i ndependent claims 1 and 24, Passovoy al so woul d not have
suggested sanme to one of ordinary skill in the art. Fast’'s
di scl osure of a wi ndow frame having a hinged nailing strip
does not cure this deficiency.

Accordingly, we shall not sustain the standing 35 U S.C.

8§ 103(a) rejection of dependent clainms 3 through 6, 9, 26

t hrough 29 and 44 as bei ng unpatentable over Passovoy or the

st andi ng 35
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U S . C 8 103(a) rejection of clains 13, 15, 33 and 35 as being
unpat ent abl e over Passovoy and Fast.!?

[11. Additional matter for consideration

Upon return of the application to the technol ogy center,
t he exam ner shoul d consider reevaluating the patentability of
the appellant’s clains in view of the other prior art
references of record. By way of example, U S. Patent No.
4,531,337 to Hol di man appears to be particularly relevant to

the subject matter recited in appealed claims 1 and 24.

1 The subject matter recited in appealed clains 27 and 28, as well as in
objected to clainms 17 and 18, is not consistent with the underlying
specification. Mre specifically, the specification describes an extruded
netal wall thicknesses of at |east about 0.03 inch (see pages 5, 10 and 11) as
opposed to the at |east about 0.02 inch thicknesses recited in clains 27 and
28. In addition, the description of Figure 7 in the specification (see pages
13 and 14) does not provide clear antecedent basis (see 37 CFR 8 1.175(d)(1))
for much of the termnology set forth in claims 17 and 18 whi ch presumably
read on the Figure 7 enbodi ment. These di screpanci es are deserving of
correction.



Appeal No. 1999-2369
Application 08/674,911

SUMVARY
The decision of the examner to reject clainms 1 through
11, 13, 15, 24 through 31, 33, 35, 43 and 44 is reversed.

REVERSED

LAVWRENCE J. STAAB
Adm ni strative Patent Judge

BOARD OF PATENT

APPEALS AND
JOHN P. MCQUADE

Adm ni strative Patent Judge | NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge
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